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UNITED STATES PATENT AND TRADEMARK OFFICE
 

    SERIAL NO:            78/664774
 
    APPLICANT:          Super Bakery, Incorporated
 

 
        



  *78664774*
    CORRESPONDENT ADDRESS:

JOHN W. MCILVAINE, REG. NO. 34,219
THE WEBB LAW FIRM
700 KOPPERS BUILDING
436 SEVENTH AVENUE
PITTSBURGH, PA 15219-1845

RETURN ADDRESS: 
Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

 

    MARK:        GOODY MAN  
    CORRESPONDENT’S REFERENCE/DOCKET NO :   4927-051932
 
    CORRESPONDENT EMAIL ADDRESS: 

 webblaw@webblaw.com

Please provide in all correspondence:
 
1.  Filing date, serial number, mark and
     applicant's name.
2.  Date of this Office Action.
3.  Examining Attorney's name and
     Law Office number.

4. Your telephone number and e-mail
address.

FINAL OFFICE ACTION
 
RESPONSE TIME LIMIT:  TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A
PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-
MAILING DATE. 
 
MAILING/E-MAILING DATE INFORMATION:  If the mailing or e-mailing date of this Office
action does not appear above, this information can be obtained by visiting the USPTO website at
http://tarr.uspto.gov/, inserting the application serial number, and viewing the prosecution history for the
mailing date of the most recently issued Office communication.
 
Serial Number  78/664774
 
This letter responds to applicant’s communication filed on August 7, 2006.   The trademark examining
attorney has considered applicant’s arguments carefully and found them unpersuasive.   For the reasons
set forth below, the refusal under Trademark Act Section 2(d), 15 U.S.C. §1052(d), is now made FINAL
with respect to U.S. Registration No. 2966225.  37 C.F.R. §2.64(a).
 
ARGUMENTS SUPPORTING LIKELIHOOD OF CONFUSION
 
The applicant’s August 7, 2006 response argues that there is no likelihood of confusion between the
instant application and cited registration due to two factors:  (1) application owns a previous registration
for GOODY MAN, U.S. Registration No. 2930398; and (2) the owner of the cited registration, U.S.
Registration No. 2966225 is not using the mark in the United States on packaging for the goods.
 

Applicant’s Ownership of A Previous Registration Is Not Dispositive1.
 
Although the applicant is the owner of U.S. Registration No. 2930398, GOODY MAN, the ownership of
this registration alone is not enough to overcome a likelihood of confusion between the instant application
and U.S. Registration No. 2966225, G GOODYMAN.  Prior decisions and actions of other trademark
examining attorneys in registering different marks are without evidentiary value and are not binding upon
the Office.  Each case is decided on its own facts, and each mark stands on its own merits.  AMF Inc. v.
American Leisure Products, Inc., 177 USPQ 268, 269 (C.C.P.A. 1973); In re International Taste, Inc., 53
USPQ2d 1604 (TTAB 2000); In re Sunmarks Inc., 32 USPQ2d 1470 (TTAB 1994); In re National Novice



Hockey League, Inc., 222 USPQ 638, 641 (TTAB 1984); In re Consolidated Foods Corp., 200 USPQ 477
(TTAB 1978).
 
As a result, the applicant’s prior registration does not justify allowance of the instant application for
registration.
 

Registrant’s Use is Not at Issue in This Application2.
 
Applicant also argues, based on an e-mail it received from someone representing the registrant and its own
investigation into the applicant’s website, that the registrant has not used the mark in the United States.  
Essentially, applicant argues that its activities are geographically separate from those of registrant. This
argument is not persuasive because applicant seeks a geographically unrestricted registration, and the
registration at issue enjoys a presumption of registrant’s exclusive right to nationwide use of the
registered mark under Section 7(b) of the Trademark Act regardless of its actual extent of use.  Trademark
Act Section 7(b), 15 U.S.C. §1057(b).  See e.g. Giant Food, Inc. v. Nation's Foodservice, Inc., 710 F.2d
1565, 1568, 218 USPQ 390, 393 (Fed. Cir. 1983); Amcor, Inc. v. Amcor Indus., Inc., 210 USPQ 70, 77
(TTAB 1981).  Therefore, the geographical extent of applicant's and registrant's activities is not a proper
factor for consideration here.  In re Shell Oil Co., 26 USPQ2d 1687, 1689-90 (Fed. Cir. 1993); In re
Infinity Broadcasting Corp. of Dallas, 60 USPQ2d 1214 (TTAB 2001); In re Appetito Provisions Co. Inc.,
3 USPQ2d 1553, 1554 n.4 (TTAB 1987).
 
Furthermore, a certificate of registration on the Principal Register is prima facie evidence of the validity of
the registration, of the registrant’s ownership of the mark, and of the registrant’s exclusive right to use
the mark in commerce in connection with the goods specified in the certificate.  Collateral attacks on the
cited registration, during ex parte prosecution, will not be considered.  TMEP § 1207(d)(iv); See In re
Dixie Restaurants, 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cir. 1997); Cosmetically Yours, Inc. v. Clairol
Inc. , 424 F.2d 1385, 1387, 165 USPQ 515, 517 (C.C.P.A. 1970); In re Peebles Inc. 23 USPQ2d 1795,
1797 n. 5 (TTAB 1992); In re Pollio Dairy Products Corp. , 8 USPQ2d 2012, 2014-15 (TTAB 1988).
 

Likelihood of Confusion3.
 
As a result of the above, the only issue is whether there is a likelihood of confusion between the instant
application and U.S. Registration No. 296625.  As stated in the first Office Action, the marks are
compared in their entireties under a Section 2(d) analysis.  Nevertheless, one feature of a mark may be
recognized as more significant in creating a commercial impression.  Greater weight is given to that
dominant feature in determining whether there is a likelihood of confusion.  In re National Data Corp.,
753 F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985); Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189
USPQ 693 (C.C.P.A. 1976). In re J.M. Originals Inc., 6 USPQ2d 1393 (TTAB 1987); TMEP
§1207.01(b)(viii).
 
Here, the marks are similar because the literal element of both marks is nearly identical in sound,
appearance, and meaning.  The applicant’s mark is for GOODY MAN, while the registrant’s mark is for
G THE GOODYMAN, with design.  The differences between these two marks are not significant enough
to avoid a likelihood of confusion.  As the word portion of a mark is dominant over the design portion, the
literal portion of the registrant’s mark carries greater weight.   The addition of the letter “G” and the word
“THE” before GOODYMAN in the registrant’s is not enough to create a different commercial
impression from the applicant’s mark.   Additionally, the lack of a space between the separate terms
GOODY and MAN is not enough to create a different impression.  In fact, the dominant features of both
marks are the terms GOODY and MAN, with use of the same spelling and pronunciation.
 



When applicant’s mark is compared to a registered mark, “the points of similarity are of greater
importance than the points of difference.”   Esso Standard Oil Co. v. Sun Oil Co., 229 F.2d 37, 40, 108
USPQ 161 (D.C. Cir. 1956) (internal citation omitted). 
 
Similarly, a determination of whether there is a likelihood of confusion is made solely on the basis of the
goods identified in the application and registration, without limitations or restrictions that are not reflected
therein.  In re Dakin’s Miniatures Inc.,  59 USPQ2d 1593, 1595 (TTAB 1999).  If the cited registration
describes the goods broadly and there are no limitations as to their nature, type, channels of trade or
classes of purchasers, then it is presumed that the registration encompasses all goods of the type described,
that they move in all normal channels of trade, and that they are available to all potential customers.  In re
Linkvest S.A., 24 USPQ2d 1716 (TTAB 1992); In re Elbaum, 211 USPQ 639 (TTAB 1981); TMEP
§1207.01(a)(iii).
 
In the present case, the applicant and registrant’s goods are directly competitive with one another.   Both
the applicant and the registrant are offering bakery goods according to the respective identifications of
goods.  In fact, the applicant and the registrant overlap the use of cookies, cakes, and donuts.  As a result,
the goods of the applicant and registrant are similar and directly competitive.
 
Attached are copies of printouts from the USPTO X-Search database, which show third-party registrations
of marks used in connection with the same or similar goods as those of applicant and registrant in this
case.  These printouts have probative value to the extent that they serve to suggest that the goods listed
therein, namely “cupcakes, marshmallow treats, glazed rings, cookies, donuts, buns, fruit pies, muffins,
and snack cakes” and “cookies, cakes, tarts, rice cakes, strudels, donuts, and meat snacks,” are of a kind
that may emanate from a single source.  See In re Infinity Broad. Corp., 60 USPQ2d 1214, 1217-1218
(TTAB 2001); In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky
Duck Mustard Co., Inc., 6 USPQ2d 1467, 1470 at n.6 (TTAB 1988).
 
As a result, the refusal under Trademark Act Section 2(d), 15 U.S.C. §1052(d), is now made FINAL
with respect to U.S. Registration No. 2966225.  37 C.F.R. §2.64(a).
 
RESPONDING TO THIS FINAL OFFICE ACTION
 
No set form is required for response to this Office action.  The applicant must respond to each point
raised.  The applicant should simply set forth the required changes or statements and request that the
Office enter them.
 
If applicant fails to respond to this final action within six months of the mailing date, the application will
be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond to this final action by: 
 

(1)  Submitting a response that fully satisfies all outstanding requirements, if feasible (37 C.F.R.
§2.64(a)); and/or

 
(2)  Filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per class
(37 C.F.R. §§2.6(a)(18) and 2.64(a); TMEP §§715.01 and 1501 et seq.; TBMP Chapter 1200).

 
In certain circumstances, a petition to the Director may be filed to review a final action that is limited to
procedural issues, pursuant to 37 C.F.R. §2.63(b)(2).  37 C.F.R. §2.64(a).  See 37 C.F.R. §2.146(b), TMEP
§1704, and TBMP Chapter 1201.05 for an explanation of petitionable matters.  The petition fee is $100. 
37 C.F.R. §2.6(a)(15).



 
If the applicant has any questions or needs assistance in responding to this Office action, please telephone
the assigned examining attorney.
 

/Jennifer Li McRobbie/
Examining Attorney, Law Office 108
(571) 272-8799 (Direct Dial)
(571) 273-9108 (Facsimile, official use only.)
Jennifer.McRobbie@uspto.gov (informal use only.)

HOW TO RESPOND TO THIS OFFICE ACTION:
ONLINE RESPONSE:  You may respond using the Office’s Trademark Electronic Application
System (TEAS) Response to Office action form available on our website at
http://www.uspto.gov/teas/index.html.  If the Office action issued via e-mail, you must wait 72
hours after receipt of the Office action to respond via TEAS.  NOTE:  Do not respond by e-mail. 
THE USPTO WILL NOT ACCEPT AN E-MAILED RESPONSE.
REGULAR MAIL RESPONSE:  To respond by regular mail, your response should be sent to the
mailing return address above, and include the serial number, law office number, and examining
attorney’s name.   NOTE:  The filing date of the response will be the date of receipt in the Office,
not the postmarked date.  To ensure your response is timely, use a certificate of mailing.  37 C.F.R.
§2.197.

 
STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark
Applications and Registrations Retrieval (TARR) system at http://tarr.uspto.gov.
 
VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending
applications can be viewed and downloaded online at http://portal.uspto.gov/external/portal/tow.
 
GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit
the Office’s website at http://www.uspto.gov/main/trademarks.htm
 
FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE
ASSIGNED EXAMINING ATTORNEY SPECIFIED ABOVE.
 


























































